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Liability limited by a scheme approved under Professional Standards Legislation 

By Lance Scott, Principal 

 

Any creative endeavour potentially involves 

multiple areas of intellectual property (IP). In the 

first of three articles, we consider the design / 

trade mark interface. 

IP in industrial designs is typically protected as a 

registered design (for appearance, style or 

design) and sometimes as a patent (a new, 

useful, and non-obvious invention).  Trade mark 

protection is routinely used to protect names 

and other valuable aspects of branding. 

However, trade mark protection is not an 

obvious consideration for protection of the 

unique shape or configuration of a product.  

Given that an industrial design may include 

brand qualities (distinct from technical qualities) 

and given some of the advantages of a trade 

mark registration, trade marks may be very 

relevant in the design process and in subsequent 

IP protection. 

 

What are shape (three-dimensional) marks? 

Trade mark registration is available for any 

aspect of a product (even the whole shape) that 

is capable of distinguishing the product from 

those of other traders.   

 

 

 

A shape registration claims protection for 

certain goods (and less commonly services). 

 

What’s new about shape marks? 

Although registration of shapes as trade marks is 

commonly touted as a brave new world, they 

are not that new.  In Australia, the Trade Marks 

legislation has expressly allowed for registration 

of shapes as trade marks since 1995. Previously, 

shape trade marks were not registrable in 

Australia because a trade mark was considered 

to be something separate and apart from the 

goods, a material sign to be affixed to the goods 

or their container. 

Rolls-Royce’s reliance on US shape trade mark 

registrations provides an interesting historical 

US example.  A&A sold and manufactured 

customising kits designed for the Volkswagen 

Beetle, including an “Elegant Beetle” kit for 

radiator grill modification and hood 

modification.  In 1977 Rolls-Royce established 

that this use infringed its three-dimensional 

“The Spirit of Ecstasy” / “Flying Lady” and 

“Classic Grill” trade marks and was entitled to 

relief in the US. 

Shape trade marks are a miniscule fraction of all 

marks filed and as such the issues are relatively 

novel, especially as savvy traders are pushing 

the boundaries. 

Shaping new frontiers 

The role of trade marks in protecting designs 
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However, the precise boundaries of shape trade 

marks will not become apparent until the rights 

are tested in conflict.  It is also very unclear how 

a trade mark owner would fare in an 

infringement action against another trader’s 

use. A relatively recent Federal Court case 

(discussed below) does provide some 

clarification on use of a shape as a trade mark 

and “backdoor” attempts to extend patent 

rights through trade mark registration. 

Shape trade mark registrations have 

advantages over other forms of IP 

 No secret – goods comprising or bearing a 

trade mark can be sold prior to filing the 

trade mark application.  Unlike registered 

designs or patents, there are no secrecy 

requirements which impact on obtaining a 

registration.  However, it is sensible to 

consider registered design (and possibly 

patent) protection before filing an 

application to register a shape trade mark as 

the trade mark application is on the public 

record and may adversely impact on the 

patent and design. 

 New or original – a trade mark registration is 

not examined on this basis, although the 

distinctiveness requirements are a hurdle to 

registration. 

 Powerful perpetual monopoly – provided a 

trade mark is used correctly and the 

registration is maintained, a trade mark 

registration can last forever. For example, 

although copyright in the iconic Popeye 

image recently expired in the EU on 1 

January 2009, separate registered trade 

mark rights for the image (see Figure 1) live 

on to assist the trade mark owner in 

preventing third party trade mark use in 

connection with goods or services covered 

by any trade mark registration. 

 Because shape trade mark rights are 

relatively uncommon, they can send a 

powerful message to the market that a 

trader is serious in aggressively protecting 

its IP rights. Examples of various shape trade 

mark registrations found on the Australian 

Trade Mark Register are included in the 

Table.

Figure 1. One of the versions of the image of 

POPEYE that is protected by various trade mark 

registrations in Australia. This representation is 

from Australian trade mark registration no. 

447647. 

 

 

 

Criteria for registration as a shape mark 

Policy is paramount 

In very broad terms, IP rights such as patent, 

design and copyright confer a temporary 

monopoly or exclusive right as an incentive for 

innovation, invention and sharing of knowledge. 

Registered trade mark rights are conferred to 

protect a trader’s trade mark (a distinctive sign) 

and the rationale is to prevent confusion 

amongst products in the marketplace.  As 

outlined (in contrast with the other rights) as 

long as the mark remains distinctive and the 

mark is used, the registered right can potentially 

be maintained forever. Readers will be familiar 

with many of the examples of shape marks 

registrations provided from the Australian Trade 

Mark Register, such as the shape of the 

connector pen and pen cap covered by 

Australian trade mark registration 714862 (see 

the Table) or the three-dimensional shape of the 

barrel of a lighter in Australian trade mark 

registration 772625 (see the Table). 

http://pericles.ipaustralia.gov.au/atmoss/falcon_details.show_tm_details?p_tm_number=714862&p_ExtDisp=E&p_detail=DETAILED&p_rec_no=1&p_rec_all=7
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Trade Mark Offices and the courts, endeavour to 

carefully balance public policy considerations 

and are loathe to grant traders a perpetual 

monopoly for something more properly in the 

design or patent realm.   

Therefore, public policy considerations pervade 

protection of shape marks. 

Distinctiveness criteria 

Distinctiveness is the backbone of trade mark 

law and any shape mark will be carefully 

scrutinised to assess whether it is inherently 

distinctive (in general terms, marks that are so 

fancy that other traders would not have 

legitimate need to use them in connection with 

their goods or services – e.g. Figures 9 and 10).  

If an applied for shape has significant functional 

features, then protection will be more difficult 

to obtain as this Trade Marks Office is likely to 

object that other traders will need to use that 

shape for their similar goods (a distinctiveness 

objection). However, the presence of functional 

features need not be fatal to a shape trade mark 

application. For example, see Figure 12. 

Nevertheless, in the face of a distinctiveness 

objection it may be possible to file evidence of 

use demonstrating that the shape, for example, 

is used as a trade mark, is capable of 

distinguishing the applied for goods or services 

or has acquired distinctiveness through use. 

 

Can I have both a shape trade mark and a 

registered design? 

Yes.  There are no grounds for rejecting an 

application for registration of a trade mark that 

is or contains a shape (that is, a three-

dimensional object) merely on the grounds that 

the trade mark applicant has a design 

registration, or a pending application for 

registration of a design, for the same three-

dimensional object. 

Can I have both a shape trade mark and a 

patent registration? 

Yes.  However, this is less clear-cut than designs.  

The trade mark regime will not assist the owners 

of expired or expiring patents to extend their 

rights where the trade mark in question, has 

become the commonly known way of describing 

that article. In particular, s25 of the Trade Marks 

Act (Cth) provides the registered trade mark 

owner loses their exclusive rights where: 

 the trade mark consists of or contains a sign 

that describes or is the name of an article or 

substance formerly exploited under a patent 

(or a service formerly provided as a 

patented process); and 

 more than two years have passed since the 

expiry of the patent; and 

 the trade mark is the only commonly known 

way to describe or identify the article, 

substance or service. 

The Federal Court recently cancelled a 

registered shape trade mark on this basis in an 

infringement action based on a three 

dimensional “S” shape for “fence droppers” 

(used to space the wire strands in stock fencing 

– see Figure 13) (Mayne Industries Pty Ltd v 

Advanced Engineering Group Pty Ltd [2008] FCA 

27 (23 January 2008)) 

 

* * * 

 

Notwithstanding the possible hurdles in 

obtaining trade mark protection for an industrial 

design as a shape mark, the long-life (potentially 

perpetual) of registered trade mark rights, mean 

that the brand qualities of an industrial design 

should be a factor in imaginative and effective 

use of available IP protection. 

This article is based on an edited version originally 

published in Curve, Issue 28, July edition – see 

http://www.curve.com.au/CurrIssuesMain.htm 

 

http://www.curve.com.au/CurrIssuesMain.htm
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Sample shape marks from the Australian Trade Marks Register 

Trade mark Details 

 

An example of a shape and colour trade mark 
registration for a 3D bottle shape with a flower-
shaped stopper in the colours white and gold for 
“Soaps; perfumery; essential oils; cosmetics; hair 
lotions” (Class 3) (Australian trade mark registration 
1260857). 

 

A three dimensional shape of a writing or marking 
utensil for “Writing, drawing, painting and 
modelling instruments and implements; pencils 
including coloured pencils, copying pencils, and 
retractable pencils; ballpoint pens, felt, marking 
and fibre pens, fountain pens, text markers and 
highlighters, chalks” (Class 16) (Australian trade 
mark registration 1068410) 

 

This trade mark consists of the shape of a pen and 
pen cap, for use on “pens, marking pens and 
writing instruments” (Class 16, Australian trade 
mark registration 714862). 

 

This trade mark consists of the shape of a 
toothbrush, for use on “toothbrushes” (Class 21, 
Australian trade mark registration 752004). 

 

This trade mark consists of the shape of a semi-
spherical...cap with long white tabs at each 
side...and the colours red and yellow applied to the 
cap alternately in four quarters as shown, for use 
on “caps...for surf life saving” (Class 25) and “surf 
life saving activities and competitions; educational 
and training services... (Class 41, Australian trade 
mark registration 780742). 

http://pericles.ipaustralia.gov.au/atmoss/falcon_details.show_tm_details?p_tm_number=714862&p_ExtDisp=E&p_detail=DETAILED&p_rec_no=1&p_rec_all=7
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Trade mark Details 

 

A shape trade mark registration for use on 
“sidechairs moulded from plastics materials” (Class 
20, Australian trade mark registration1054076). 

 

This trade mark consists of the three dimensional 
shape of the barrel of a lighter, being a right 
cylinder of elliptical cross section, for use on “cigar, 
cigarette and pipe lighters” (Class 34, Australian 
trade mark registration 772625). 

 

This shape mark covers a range of services relating 
to furniture design and repair and training in 
furniture design (Classes 37, 41 and 42) as well as 
furniture (Class 20), furniture design software (Class 
9) and printed matter (Class 16) (Australian trade 
mark registration 1166221). 

 

 

Shape mark comprising a rectangular plastic bag 
closure or fastener with chamfered corners for 
“Bag closures and plastic fasteners for applying 
information tags to articles”(Class 20) (Australian 
trade mark registration 902216) 

 

The “S” shape trade mark registration for “fence 
droppers” was recently cancelled in trade mark 
infringement proceedings. (Mayne Industries Pty 
Ltd v Advanced Engineering Group Pty Ltd [2008] 
FCA 27 (23 January 2008). 

 


